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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the order from the Board of Patent Appeals 
and Interferences to return the application to the Examiner. Claims 1-28 remain pending 
in this application, wherein claims 1, 2, 3, 4, 5, 6, 7, 8, 9, 12, 14, 15, 16, 17, 18, 20, 21, 
22, 25 have been amended. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-11, 25-26, and 27 are rejected under 35 U.S.C. 1 01 because the 
claimed invention is directed to non-statutory subject matter. Claims 1-11, 25-26, and 
27 are rejected under 35 U.S.C. 101 based on Supreme Court precedent and recent 
Federal Circuit decisions. The Office's guidance to examiners is that a § 101 process 
must (1) be tied to a particular machine or (2) transform underlying subject matter (such 
as an article or materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); and Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

4. An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the particular machine to which it is tied. This 
can be done, for example, by identifying the apparatus (machine) that accomplishes the 
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method steps, by positively reciting the subject matter that is being transformed, or by 
identifying the material that is being changed to a different state. 

5. Applicant's method steps in claims 1 and 9 fail the first prong of the new Federal 
Circuit decision since they are not tied to a particular machine and can be performed 
without the use of a particular machine/apparatus. In addition, the tie to a particular 
apparatus, for example, cannot be mere extra-solution activity. See In re Bilski, 88 
USPQ2d 1 385 (Fed. Cir. 2008). In this particular case, claims 1 , 9 and 25 fail prong (1 ) 
because the "tie" (e.g. at least one of displaying the composite collection of medical 
information on a display or storing the merged collection of medical information in a 
computer memory ) is representative of insignificant extra-solution activity. 

6. Claims 2-8, 10-11, 26 and 27 inherit the deficiencies of claim 1 , 9 and 25 through 
dependency and are also rejected. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-28 are rejected under 35 U.S.C. 102(e) as being unpatentable by 



Cooke, Jr. et al. (hereinafter Cooke) (U.S. Patent No. 6,574,629 B1). 
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A. Claim 1 has been amended now to recite a computer-implemented 
medical information merging method, comprising: 

i. identifying a patient's first collection of medical information with a 
first collection identifie r, and a logically related or similar second collection 
of medical information with a second collection identifier, the first collection 
identifier being different from the second collection identifier (Cooke; col. 
8, lines 38-46, col. 1 1 , lines 41-54); 

ii. merging the patient's first collection of medical information w ith the 
second collection of medical information, to create a composite collection 
of medical information (Cooke; col. 11, line 41 to col. 12, line 6, col. 21, 
lines 24-33, fig. 12): 

iii. during the merging, reconciling the first and second collection 
identifiers of the first and second collections of medical information 
(Cooke; col. 8, lines 38-46, col. 11, lines 41 -54); 

iv. during said merging i automatic ally adding medical information, 
according to a protocol attribute, of the first or second collection of medical 
information into the other of the first or second collection of medical 
information in the creating of said composite collection of medical 
information (Cooke; col. 8, lines 47-60, col. 11, lines 41-54) : and 

v. at least one of displaying the composite collection of medical 
information on a display or storing the merged collection of medical 
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information in a computer memory (Cooke: col. 2, lines 20-31, col. 3, line 
50 to col. 4, line 3, col. 11, line 55 to col. 12, line 6)^ 

B. Claim 2 has been amended now to recite the medical information merging 
method of claim 1 , wherein the medical information is at least one of medical 
images, patient measurements, findings, comments, waveforms, Doppler audio, 
and a medical study report (Cooke; abstract, col. 5, line 66 to col. 6, line 4). 

C. Claim 3 has been amended now to recite the medical information merging 
method of claim 2, further comprising computing patient measurement 
information of the first collection of medical information, based on the patient 
measurements in the second collection of medical information , upon said 
merging (Cooke; col. 10, line 54 to col. 11, lines 3). 

D. Claim 4 has been amended now to recite the medical information merging 
method of claim 1, wherein said adding comprises adding stage information of 
the second collection of medical information to the first collection of medical 
information according to a protocol attribute of the second collection of medical 
information (Cooke; col. 11, lines 41-54, col. 26, lines 50-60). 

E. Claim 5 has been amended now to recite the medical information merging 
method of claim 1 , wherein the first and second collections of medical information 
include unique identifiers according to a lexicon of Digital Imaging and 
Communication in Medicine (DICOM) (Cooke; col. 5, line 66 to col. 6, line 4). 

F. Claim 6 has been amended now to recite the medical information merging 
method of claim 1, wherein said adding comprises adding a series instance 
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identifier, for a series of the second collection of medical information, to the first 
collection of medical information without generating a new series instance 
identifier in the first collection of medical information for said series of the second 
collection of medical information (Cooke; col. 8, lines 38-46, col. 11, line 55 to 
col. 12, line 6)^ 

G. Claim 7 has been amended now to recite the medical information merging 
method of claim 1, wherein said adding comprises adding new medical 
information of the second collection of medical information to the composite 
collection of medical information based on the new medical information including 
a collection identifier of the second collection of medical information (Cooke; col. 
8, lines 38-46, col. 11, line 55 to col. 12, line 6)^ 

H. Claim 8 has been amended now to recite the medical information merging 
method of claim 1 , further comprising identifying the first and second collections 
of medical information , wherein said merging is initiated from a terminal remote 
from a storage unit containing either of the first and second collections of medical 
information (Cooke; col. 11, lines 28-36). 

I. Claim 9 has been amended now to recite a computer-implemented study 
merging method, comprising: 

i. identifying a patient's first medical study, which first medical study 
includes a first study identifier, and a logically related or similar second 
medical study, which second medical study includes a second study 
identifier (Cooke: col. 8, lines 38-46, col. 11, lines 41-54); 
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11. in response to a user request, merging the patient's first medical 
study with the second medical study to create a merged study, such that 
medically context-specific information stored in at least one of the first and 
second medical studies is merged based upon a protocol of at least one of 
the first and second studies, the protocol being indicated by an attribute of 
at least one of the first and second studies (Cooke; col. 11, line 41 to col. 

12, line 6, col. 21, lines 24-33, fig. 12); 

iii. saving respective identifiers of the first and second studies (Cooke; 
col. 8, lines 38-46, col. 11, lines 41-54); 

iv. deleting a distinct database identity for at least one of the first and 
second studies (Cooke; col. 9, lines 22-42); 

v. assigning a unique study identifier (is met by accession number) to 
the merged study (Cooke; col. 8, lines 38-46, col. 11, lines 41-54, Table 
5); and 

vi. at least one of displaying the merged study on a terminal and 
storing the merged study in a computer storage medium (Cooke; col. 2, 
lines 20-31, col. 3, line 50 to col. 4, line 3, col. 11, line 55 to col. 12, line 6)^ 

J. Claim 10 has been amended now to recite the study merging method of 
claim 9, wherein the medically context specific information is stage information 
(Cooke; col. 11, lines 41-54). 
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K. Claim 1 1 has been amended now to recite the study merging method of 
claim 9, wherein the medically context specific information is measurement 
information (Cooke; col. 11, lines 41-54). 

L. As per claims 1 2-1 8 and 21 , they are article of manufacture claims which 
repeat the same limitations of claims 1-8 the corresponding method claim, as a 
collection of executable instructions stored on machine readable media as 
opposed to a series of process steps. Since the teachings of Cooke disclose the 
underlying process steps that constitute the method of claims 1-8, it is 
respectfully submitted that they likewise disclose the executable instructions that 
perform the steps as well. As such, the limitations of claims 1 2-1 8 and 21 , are 
rejected for the same reasons given above for claims 1-8. 
M. Claim 1 9 recites the computer program product of claim 1 8, wherein said 
acts further comprise controlling the computer to notify a user when said adding 
of the new medical information is performed (Cooke; col. 11, lines 41-54, Table 
6). 

N. Claim 20 has been amended now to recite the computer program product 
of claim 1 2, further comprising controlling the computer to delete a distinct 
database identity of the second collection of medical information (Cooke; col. 9, 
lines 22-42), 

O. As per claims 22-24, they are article of manufacture claims which repeat 
the same limitations of claims 9-1 1 the corresponding method claim, as a 
collection of executable instructions stored on machine readable media as 
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opposed to a series of process steps. Since the teachings of Cooke disclose the 
underlying process steps that constitute the method of claims 9-1 1 , it is 
respectfully submitted that they likewise disclose the executable instructions that 
perform the steps as well. As such, the limitations of claims 22-24, are rejected 
for the same reasons given above for claims 9-1 1 . 
P. Claim 25 has been amended now to recite a computer-implemented 
medical study merging method, comprising: 

i. identifying, in accordance with a lexicon of Digital Imaging and 
Communication in Medicine (DICOM), a patient's related first and second 
medical studies to be merged, the first medical study having a first 
identifier and the second medical study having a second identifier different 
from the first medical study identifier (Cooke: col. 5, line 66 to col. 6, line 4, 
col. 8, lines 38-46, col. 11, lines 41-54); 

ii. merging the first medical study with the second medical study, 
according to a protocol attribute, to_create a resultant composite study 
having a study identifier different from at least one of the first and second 
identifiers of the first and second medical studies, wherein, in accordance 
with said lexicon, the merging includes an automatic adding of a series of 
the second medical study to the composite study, the series of the second 
medical study having a series identifier identical to a pre-merge 
corresponding series identifier, with the series of the second medical study 
including at least an artifact with an artifact identifier identical to_a pre- 



Application/Control Number: 09/876,782 Page 10 

Art Unit: 3626 

merge corresponding artifact identifier, such that the composite study 
includes series and corresponding series identifiers from both the 
premerged first and second medical studies (Cooke; col. 8, lines 38-46, 
col. 11, lines 41 to col. 12, line 6, col. 29, lines 4-55); and 
iii. at least one of generating a human viewable display of the 
composite study and storing the composite study in computer storage 
(Cooke; col. 2, lines 20-31 , col. 3, line 50 to col. 4, line 3, col. 1 1 , line 55 to 
col. 12, line 6)^ 

Q. Claim 26 recites the medical study merging method of claim 25, wherein 
the composite study is assigned a unique study identifier of the first medical 
study (Cooke; col. 8, lines 38-46, col. 11, lines 41-54, Table 5). 
R. Claim 27 recites the study merging method of claim 1 , wherein the study 
identifiers of the first and second medical studies are unique among studies in a 
database having the distinct database entity (Cooke; col. 11, lines 41-54). 
S. Claim 28 recites the computer readable medium of claim 12, wherein the 
study identifiers of the first and second medical studies are unique among 
studies in a database having the distinct database entity (Cooke; col. 7, lines 42- 
67, col. 11, lines 41-54). 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-28 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

11. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DILEK B. COBANOGLU whose telephone number is 
(571)272-8295. The examiner can normally be reached on 8-4:30. 

1 3. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry O'Connor can be reached on 571-272-6787. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

14. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ID. B. C.I 

Examiner, Art Unit 3626 
4/27/2010 

/C. Luke Gilligan/ 

Primary Examiner, Art Unit 3626 



